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In claims 1-3,6,11,34-36,39,47,48, "one or more metal anion complex" is 
ungrammatical and should be - complexes -. 

In claim 1 , line 6, it would be clearer to recite - the one or more anion 
complexes ~. 

In claim 1, last line, 11,15-18,20, "amines" should not be plural. 
In claims 3,19,32-36,39,40,42,43, proper Markush language is suggested. 
In claims 17,18, "are between" is ungrammatical; it should be - is between -. 
In claims 34-36,39, "comprises" should be - comprise - after making the above 
noted change in these claims. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 37,38,41,51 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claims 37,38, "the diquaternary ammonium halide" lack(s) proper antecedent 
basis in the claim(s). 

In claim 41, "the Pd anion complex" lack(s) proper antecedent basis in the 
claim(s). 

In claim 41, "the Pt anion complex" lack(s) proper antecedent basis in the 
claim(s). 
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In claim 51, e, "the second valuable metal anions" lack(s) proper antecedent 
basis in the claim(s). 

In claim 51, f, "the aqueous solution" lack(s) proper antecedent basis in the 
claim(s). 

In claim 51, f, "the selectively bound second valuable metal anions" lack(s) 
proper antecedent basis in the claim(s). 

In claim 51, g, "steps" lack(s) proper antecedent basis in the claim(s) as the steps 
of the claim are not recited as such. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3,6-18,20-23,25,32-38,46,52 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over ZA 8006992. 

ZA '992 suggests the instantly claimed process of extracting silver and platinum 
group metal anion complexes, which would include the instantly claimed Pt, Pd, and Rh, 
from an acidic aqueous solution containing same with a diquaternary ammonium 
compound in a water immiscible organic solvent. The taught diquaternary ammonium 
compound is the same as the instantly claimed diquaternary amine compound. The 
taught diquaternary ammonium compound may also be considered an iodide. See pp. 
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2,3,4,9,10, examples and the claims. The taught examples suggest the instantly 
claimed concentrations of diquaternary amines. 

Claim 46 is rejected under 35 U.S.C. 103(a) as being unpatentable over CN 
1146495. 

CN '495 suggests the instantly claimed process of recovering palladium from an 
aqueous solution by contacting with potassium iodide in an organic solvent, eg. crown 
ether, to complex, ie. bind, the palladium which is then extracted by the crown ether and 
separated from the aqueous solution. See pp. 1-4 of the translation. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-51 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-51 of copending Application No. 10/427,028. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 

Claims 47-50 are rejected under 35 U.S.C. 101 as claiming the same invention 
as that of claims 87-90 of prior U.S. Patent No. 6,890,496. This is a double patenting 
rejection. 

Claims 1-51 of this application conflict with claims 1-51 of Application No. 
10/427,028. 37 CFR 1.78(b) provides that when two or more applications filed by the 
same applicant contain conflicting claims, elimination of such claims from all but one 
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application may be required in the absence of good and sufficient reason for their 

retention during pendency in more than one application. Applicant is required to either 

cancel the conflicting claims from all but one application or maintain a clear line of 

demarcation between the applications. See MPEP § 822. 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Oc/cerf, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thohngton, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 ,1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claims 1-51 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-97 of U.S. Patent No. 6,890,496. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because they overlap in scope of subject matter claimed. 

Claims 1-51 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-59 of 
copending Application No. 10/758,300. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because they overlap in scope of 
subject matter claimed. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim 52 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 1 of copending Application No. 
10/427,028. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because they overlap in scope of subject matter claimed. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Bos whose telephone number is 571-272-1350. 
The examiner can normally be reached on M-W,F, 8AM to 6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on 571-272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). / (X^\~> 



273-8300. 
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Primary Examiner 
Art Unit 1754 
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